Application No. 10/784,055 6 Docket No.: REB-1 3602/01 

After Final Office Action of August 1 8, 2009 

REMARKS 

Applicant notes with appreciation the courtesy extended by Examiner Wartalowicz 
through the interview conducted on 2 November 2011. Entry of this amendment is requested in 
the context of a Request for Continued Examination. By way of this amendment, claims 16, 29, 
and 32 are amended; claims 18-22, 24, 25, 28, and 31 are canceled; thereby leaving claims 16, 
17, 25, 27, 29, 30, and 32 pending in the application. Claims 16 and 29 are the only claims in 
independent form. This claim has been modified to amend the transitory phrase from 
"comprising" to "consisting of. This is submitted to not constitute new matter consistent with 
existing case law. Hie subject matter of those dependent claims 18-22, 24, and 28 adding 
additional steps have been added to claim 16 as optional steps in keeping with the requirement of 
a closed end claim format. Additional optional steps of heat exchanging between purified 
hydrogen and the feedstock and monitoring pressure of said secondary stage reactor to maintain 
pressure below a preselected pressure are supported by the application as filed, specifically 
including Fig. 2 and the corresponding specification text. As such, it is respectfully submitted 
that no new matter is added by way of amendment . 

Currently, all the pending claims stand rejected under 35 U.S.C. §112, first paragraph, on 
the basis of failure to comply with the written description requirements. Applicant submits that 
this rejection is overcome by the current amendment to claims 16 and 29. 

Currently, all the pending claims stand rejected under 35 U.S.C. §112, second paragraph, 
indefiniteness. Applicant submits that this rejection is overcome by the current amendment to 
claims 16 and 29. 
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The claims were also objected to owing to mis-numbering of claim 23. Consistent with 
the renumbering of this claim as claim 32, this objection is now believed to have been addressed. 
Applicant regrets any inconvenience this error may have caused. 

Claims 16, 17, 27, 29, and 30 stand rejected under 35 U.S.C. §103(a) over Holladay (US 
2003/0091502) in view of Autenrieth (US 6,423,435), Sanger (US 6,190,623) and Thompson 
(US 5281253). 

Claim 25 stands rejected under 35 U.S.C. §103(a) over Holladay (US 2003/0091502) in 
view of Autenrieth (US 6,423,435), Sanger (US 6,190,623) and Thompson (US 5281253) and 
further in view of Goebel (US 2003/0093949). 

Claim 27 stands rejected under 35 U.S.C. §103(a) over Holladay (US 2003/0091502) in 
view of Autenrieth (US 6,423,435), Sanger (US 6,190,623) and Thompson (US 5281253) and 
further in view of LaPierre (US 6,423,435). 

Claim 32 stands rejected under 35 U.S.C. §103(a) over Holladay (US 2003/0091502) in 
view of Autenrieth (US 6,423,435), Sanger (US 6,190,623) and Thompson (US 5281253) and 
further in view of Devries (US 2004/0065013). 

The remaining claim rejections are submitted to have been rendered moot by the 
cancelation of claims 18-22, 24, 25, 28, and 31. 

Reconsideration and withdrawal of all rejections are respectfully requested on the basis 
that the claimed invention provides far superior simplicity, efficiency, and operational reliability 
than any process taught or suggested by the prior art and that this is currently reflected in the 
"consisting of" transitory phrase of the pending claims. The requirement of the various prior art 
reference combinations that steps beyond those recited in the claims are essential to performing 
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hydrogen production as claimed are respectfully submitted to constitute a teaching away from 

the claimed invention. Applicant asserts that the elegance and simplicity of the inventive process 

cannot be envisioned by any of the cited prior art references, such that the processes of the 

pending claims are nonobvious thereover. 

Remarks Directed to Rejection of Claims 16, 17, 27, 29, and 30 under 35 U.S.C. 
§103fa) over Holladay in view of Autenrieth, Sanger, and Thompson 

The basis for the rejection is found in Paper No. 20110725, pages 4-8 and will not be 
restated for the sake of brevity. However, in relevant part, Holladay is found deficient as to 
collecting hydrogen passing through a membrane, for which Autenrieth is cited to bolster this 
deficiency. (Ibid., page 5, first and second full paragraphs). Holladay is also found deficient as to 
sensing pressure of the purified hydrogen for which Thompson is cited to bolster this deficiency. 
(Ibid., page 5, last full paragraph - page 6, first full paragraph). Sanger is cited with respect to 
adjusting feedstock flow to a steam reformer to meet downstream electrical demand. (Ibid., page 
6, second full paragraph). 

It is respectfully submitted that the prior art combination of record, to perform hydrogen 
production relies on additional compressors and/or pumps that are now specifically excluded 
from the claimed invention. As these compressors and/or pumps are taught to be critical to the 
process schemes of specific prior art combination references, these references are submitted to 
teach away from the claimed invention. 

A prima facie case of obviousness can be rebutted by showing that the art, in any 

material respect, teaches away from the claimed invention. In re Geisler, 116 F.3d 1465, 1471, 

43 USPQ2d 1362, 1366 (Fed. Cir. 1997). 

A reference may be said to teach away when a person of ordinary skill, upon 
reading the reference, would be discouraged from following the path set out in 
the reference, or would be led in a direction divergent from the path that was 
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taken by the applicant. The degree of teaching away will of course depend on 
the particular facts: in general, a reference will teach away if it suggests that the 
line of development flowing from the reference's disclosure is unlikely to be 
productive of the result sought by the applicant." In re Gurlev. 27 F.3d 551, 553 
(Fed. Cir. 1994) (emphasis added). 

Autenrieth specifically teaches away from the simplicity of the present invention with 
respect to product gas pump unit 22, as detailed at col. 5, line 50 - col. 6, line 5; the expander 
unit 28 and driving motor 31, serially connected air pump 30, as detailed at col. 6, lines 21-33; 
and the anode waste gas compressor 62, as detailed at col. 8, lines 3-15. 

Thompson specifically teaches away from the simplicity of the present invention with 
respect to recycle compressor 1 1, as detailed at col. 4. line 65 - col. 5, line 3; and col. 7, lines 30- 
34. 

The teachings for which Autenrieth and Thompson are relied upon necessarily carry with 
them the complexity and reliance on pumps and compressors that are considered essential to the 
operation of the devices of Autenrieth and Thompson, respectively. As the claims in current form 
specifically exclude the operation of such pumps and compressors, it is respectfully submitted 
that these references teach away from the pending claims and that neither Holladay nor Sanger 
can cure the teaching away. 

In light of the above remarks, reconsideration and withdrawal of the rejections as to 
claims 16, 21, 22, and 24-25 are respectfully requested. 

Remarks Directed to Rejection of Claims 25, 27, and 32 under 35 U.S.C. 
§103(a) over Holladay in view of Autenrieth, Sanger, and Thompson 
and in further view of additional references 

The 25, 27, and 32, each of which depend from claim 16, are allowable as dependent 



from claim 16, now believed to be in allowable form and directed to patentable subject matter. 
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None of the tertiary prior art references of, Goebel, LaPierre, or Devries (all of record) are able 
to be combined with the references of the base prior art rejection to cure the teaching away of 
Autenrieth and Thompson with respect to claim 16. To remove the complexity of the prior art 
systems is submitted to be contrary to the teaching of these references on the basis that industrial 
invention always strives to reduce cost of production and efficiency of production. The complex 
control and compressed gas inputs of the prior art systems must therefore be considered by one 
of skill in the art as being required, else if complex and costly components were not needed they 
would not have been taught to be essential for the inventions of the prior art. The current closed 
end form of the pending claims is consistent with these arguments. 

In light of the above remarks, reconsideration and withdrawal of the rejections as to 
claims 25, 27, and 32 are respectfully requested. 

Summary 

With entry of this amendment, claims 16, 17, 25, 27, 29, 30, and 32 are pending. By way 
of this amendment claims 16, 29, and 32 are amended; and claims 18-22, 24, 25, 28, and 31 are 
canceled. Reconsideration and withdrawal of the outstanding rejections as to all claims and 
passing of this application to allowance are requested. 

The Director is hereby authorized to charge any deficiency in the fees filed, asserted to be 
filed or which should have been filed herewith (or with any paper hereafter filed in this 
application by this firm) to our Deposit Account No. 50-5464. 
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